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DETAILED ACTION 

This Office Action is in response to the Amendment filed on October 17, 2008. 
Claims 1 and 5 were amended; 
Claim 3 was cancelled; and 

Claims 6-12 have been withdrawn from consideration. 

Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Pielstick (Patent 
Number 2,682,365). 

Regarding claims 1-2, Pielstick discloses a component for a turbocharger (1 , 2, 
3), the component including: 

a housing (Not Numbered) defining a chamber for a predetermined part of the 
turbocharger (1, 2, 3), the housing (Not Numbered) being a compressor housing (a 
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portion on the side of the compressor 1) of the turbocharger (1, 2, 3) and having an air 
inlet (via 9) for receiving uncompressed air and an air outlet (via 8) for discharging 
compressed air to an engine (15); and 

a jacket (11, 12, 13, 14) surrounding a periphery and at least one side face of the 
housing, the jacket (11, 12, 13, 14) being arranged in a spaced relationship relative to 
an outer surface of the periphery and at least one side face of the housing to define a 
fluid path about the outer surface of the housing, the fluid path having a fluid inlet (13) 
and a fluid outlet (14) adapted for connection to an engine cooling system such that the 
fluid flow path is pressurized, in use; 

in which the fluid path (11, 12, 13, 14) has the fluid outlet (14) situated at a 
furthermost position on the housing from the fluid inlet (13) (See Figure, and Column 2, 
lines 13-40). 

Note that in claim 1, the limitation "adapted for connection to an engine cooling 
system such that the fluid flow path is pressurized, in use" is an intended use recitation. 
A recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCCPA 1963). 
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Additionally, it has been held that a recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ2d 1647 (1987). 

It is noted that in claim 1 the claim language "adapted to" makes optional but 
does not limit the claim 1 to the structure of the "water jacket of the compressor 
housing'. See MPEP §2106 II C. 

Regarding claim 5, Pielstick discloses a turbocharger (1, 2, 3) including a 
component comprising: 

a housing (Not Numbered) defining a chamber for a turbocharger compressor 
(1), the housing having an air inlet (via 9) for receiving uncompressed air and an air 
outlet (via 8) for discharging compressed air to an engine (1 5); and 

a jacket (11, 12, 13, 14) surrounding a periphery and at least one side face of the 
housing, the jacket (11, 12, 13, 14) being arranged in a spaced relationship relative to 
an outer surface of the periphery and at least one side face of the housing to define a 
fluid path about the outer surface of the housing, the fluid path having a fluid inlet (13) 
and a fluid outlet (14) adapted for connection to an engine cooling system such that the 
fluid flow path is pressurized, in use (See Figure, and Column 2, lines 13-40). 

Note that in claim 1, the limitation "adapted for connection to an engine cooling 
system such that the fluid flow path is pressurized, in use" is an intended use recitation. 
A recitation of the intended use of the claimed invention must result in a structural 
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difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCCPA 1963). 

Additionally, it has been held that a recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ2d 1647 (1987). 

It is noted that in claim 1 the claim language "adapted to" makes optional but 
does not limit the claim 1 to the structure of the "water jacket of the compressor 
housing'. See MPEP §2106 II C. 

Claims 1-2 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Griepentrog (Pub. 
Number EP 14941 A1). 

Regarding claims 1-2, Griepentrog discloses a component for a turbocharger, 
the component including: 

a housing (3, 100) defining a chamber for a predetermined part of the 
turbocharger, the housing (3, 100) being a compressor housing of the turbocharger and 
having an air inlet (See arrow j,of Figure 1) for receiving uncompressed air and an air 
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outlet (See arrow t of Figure 1) for discharging compressed air to an engine (Not 
shown); and 

a jacket (8) surrounding a periphery and at least one side face of the housing, the 
jacket (8) being arranged in a spaced relationship relative to an outer surface of the 
periphery and at least one side face of the housing (3, 100) to define a fluid path about 
the outer surface of the housing, the fluid path having a fluid inlet (12, 14) and a fluid 
outlet (10) adapted for connection to an engine cooling system such that the fluid flow 
path is pressurized, in use; 

in which the fluid path (8) has the fluid outlet (10) situated at a furthermost 

position on the housing from the fluid inlet (12, 14) (See Figures 1-2, and 

Abstract). 

Note that in claim 1, the limitation "adapted for connection to an engine cooling 
system such that the fluid flow path is pressurized, in use" is an intended use recitation. 
A recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCCPA 1963). 

Additionally, it has been held that a recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not differentiate the claimed 
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apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ2d 1647 (1987). 

It is noted that in claim 1 the claim language "adapted to" makes optional but 
does not limit the claim 1 to the structure of the "water jacket of the compressor 
housing'. See MPEP §2106 II C. 

Regarding claim 5, Griepentrog discloses a turbocharger including a component 
comprising: 

a housing (3, 100) defining a chamber for a turbocharger compressor, the 
housing having an air inlet (See arrow J,of Figure 1) for receiving uncompressed air and 
an air outlet (See arrow t of Figure 1) for discharging compressed air to an engine (Not 
shown); and 

a jacket (8) surrounding a periphery and at least one side face of the housing, the 
jacket (8) being arranged in a spaced relationship relative to an outer surface of the 
periphery and at least one side face of the housing to define a fluid path about the outer 
surface of the housing, the fluid path having a fluid inlet (12, 14) and a fluid outlet (10) 
adapted for connection to an engine cooling system such that the fluid flow path is 
pressurized, in use (See Figures 1-2, and Abstract). 

Note that in claim 1, the limitation "adapted for connection to an engine cooling 
system such that the fluid flow path is pressurized, in use" is an intended use recitation. 
A recitation of the intended use of the claimed invention must result in a structural 
difference between the claimed invention and the prior art in order to patentably 
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distinguish the claimed invention from the prior art. If the prior art structure is capable of 
performing the intended use, then it meets the claim. In a claim drawn to process of 
making, the intended use must result in a manipulative difference as compared to the 
prior art. See In re Casey, 152 USPQ 235 (CCPA 1967) and In re Otto, 136 USPQ 458, 
459 (CCCPA 1963). 

Additionally, it has been held that a recitation with respect to the manner in which 
a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ2d 1647 (1987). 

It is noted that in claim 1 the claim language "adapted to" makes optional but 
does not limit the claim 1 to the structure of the "water jacket of the compressor 
housing'. See MPEP §2106 II C. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated 
by or, in the alternative, under 35 U.S.C. 103(a) as obvious over either Pielstick 
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(Patent Number 2,682,365) or Griepentrog (Pub. Number EP 14941 A1), in view of 
Woollenweber et al. (Patent Number 5,870,894). 

The modified Pielstick/Griepentrog device discloses the invention as recited 
above; however, fails to disclose fluid path adapted for connection to an engine cooling 
system such that the fluid flow path is pressurized, in use. 

Woollenweber teaches that it is conventional in the internal combustion engine 
art having a turbocharger, to utilize fluid path adapted for connection to an engine 
cooling system such that the fluid flow path is pressurized, in use (See Column 7, lines 
20-22). 

It would has been obvious to one having ordinary skill in the art at that time the 
invention was made, to have utilized fluid path adapted for connection to an engine 
cooling system such that the fluid flow path is pressurized, in use, as taught by 
Woollenweber, to improve the efficiency of the modified Pielstick/Griepentrog device, 
since the use thereof would have cool down the compressed air before being delivered 
into the engine.. 

Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over either 
Pielstick (Patent Number 2,682,365) or Griepentrog (Pub. Number EP 14941 A1), in 
view of Woollenweber et al. (Patent Number 5,870,894). And further in view of 
Johnston et al. (Patent Number 5,857,332). 
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The modified Pielstick/Griepentrog device discloses the invention as recited 
above; however, Meiners fails to disclose the jacket being of aluminium and attached to 
the housing by welding. 

Johnston teaches that it is conventional in the supercharged internal combustion 
engine art, to utilize the jacket being of aluminium and attached to the housing. (See 
Column 3, lines 45-50). 

It would has been obvious to one having ordinary skill in the art at that time the 
invention was made, to have utilized the jacket being of aluminium and attached to the 
housing, as taught buy Johnston, to provide the light weight for the modified 
Pielstick/Griepentrog device. 

Note that the claimed phrases "the jacket being attached to the housing by 
welding" are being treated as product by process limitation; that is, the jacket is formed 
to the housing by manufacturing, forming, casting, molding, shaping, punching and 
rolling. As set forth in MPEP 2113, product by process claims are NOT limited to 
manipulations of the recited steps, only to the structure implied by the steps. Once a 
product appearing to be substantially the same or similar is found, a 35 USC 102/103 
rejection may be made and the burden is shifted to applicant to show an obvious 
difference. See MPEP 21 1 3. 

Response to Arguments 

Applicant's arguments with respect to claims 1-2 and 4-5 have been considered 
but are moot in view of the new ground(s) of rejection. 
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In response to Applicants' arguments , on pages 5-6, applicants state that neither 
of the references discloses the feature of the inlet and outlet to the path adapted for 
connection to an engine cooling system, such that, in use, fluid in fluid path is 
pressurized. 

The examiner respectfully disagrees. The reasons are being set forth in the 
rejection above. 

Additionally, As applicants argues that a person of ordinary skill in the art would 
have the implicit understanding that fluid in the fluid path must be under pressure if the 
fluid path is connected to the engine cooling system, since the engine cooling system 
would be pressurized . Therefore, as the modified Pielstick/Griepentrog device has the 
inlet and outlet to the fluid flow path adapted for connection to the engine cooling 
system as taught by Woollenweber, the modified Pielstick/Griepentrog-and- 
Woollenweber is capable of performing the function of pressurizing the fluid in the fluid 
flow path (emphasis added). 

Accordingly, the rejections of claims 1-2 and 4-5 should be sustained. 

Prior art 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thai-Ba Trieu whose telephone number is (571) 272- 
4867. The examiner can normally be reached on Monday - Thursday (6:30-5:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas E. Denion can be reached on (571) 272-4859. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TTB 

November 25, 2008 



/Thai-Ba Trieu/ 
Primary Examiner 
Art Unit 3748 



